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I ^ I Application No 

! 09/504,741 

Offic Action Summary Examiner " — 

Michael V. Melk 

~ "-- The MAILING DATE of this communication appearson the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

■ Extensions of time rr-ny oe available unaer the p-ovisions ot 37 CFR 1 130(a) i'i no evert, however, may a reply Ok timely f- ec 
after SIX (6) MONTHS from the mailng date of irns cc-imunication 

■ If the penoo for reply specified above is jess thnn thirty <3C) days, a reply within the statutory mimmur" o* th.rty (30) days will be considered timely 

- If NO period for reply is specked above, the maximum statutory period w il apply and will exp.ro S.X (fi) MONTHS f'om the mai'.ng cate of this communication 
i - Failure to reply within the set or extended period for reply will, by statute, cause '.he application to become A3ANDONEO {35 U S C § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 704(b) 

Status 

i 1 Responsive to comnriunication(s) filed on 12/14/2002 . 

2a)£<] This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 11, 453 O G. 213. 

' Disposition of Claims 

4) I3 Claim{s) 1-49 is/are pending in the application. 

j 4a) Of the above claim(s) 2,3,8-10, 14-44,46 and 49 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1.4-7. 11-13,45.47 and 48 is/are rejected. 

7) D Claim(s) is/are objected to. 

80 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9)D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)[J accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a). 

11 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

| 12)D The oath or declaration is objected to by the Examiner. 

[ Priority under 35 U.S.C. §§119 and 120 

13)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)d All b)D Some'cO None of: 

1 .□ Certified copies of the priority documents have been received. 

! 2.Q Certified copies of the priority documents have been received in Application No. 

1 3.D Copies of the certified copies of the priority documents have been received in this National Stage 

| application from the International Bureau (PCT Rule 1 7.2(a)). 

| * See the attached detailed Office action for a list of the certified copies not received. 

I 14)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19{e) (to a provisional application) 

i a) □ The translation of the foreign language provisional application has been received 

' 15)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 

| Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ interview Summary (PTO-413) Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application {PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO- 1449) Paper No(s) 8 6) Q Other 

US Patem and"T7aa<:rTvr* C'ce 

PTO-326 {Rev 04-01) Office Action Summary Part of Paper No 10 
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Applicant(s) 

CHEN. JUN 



Art Unit 

1651 



Application/Control Number: 
09/504,741 
Art Unit: 1651 

DETAILED ACTION 

Election/Restrictions 

Newly submitted claim 49 is directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: the formulation 
elected (claim 45) and that of claim 49 are completely different in their components. For 
example, claim 49 does not even recite a fumed silica which is required by claim 1. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claim 49 in addition to claims 2, 3, 8-10, 14-44 
and 46 are withdrawn from consideration as being directed to a non-elected invention. 
See 37 CFR 1 .142(b) and MPEP § 821 .03. 

This application contains claims 2, 3, 8-10, 14-44, 46 and 49 which are drawn to 
an invention nonelected with traverse in Paper No. 6. A complete reply to the final 
rejection must include cancelation of nonelected claims or other appropriate action (37 
CFR 1.144) See MPEP §821.01. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 



Page 2 



Claim Rejections - 35 USC § 103 



Application/Control Number 

09/504,741 

Art Unit: 1651 



Claims 1,4-7, 11-13, 45, 47 and 48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Black et al., Belley et al. '576 or Belley et al. '343 taken with Synodis 
et al., Vermeer, Baffelli et al. and Norling et al. for the reasons of record and for the 
reasons which follow. 

Applicant argues that Black does not provide for paste compositions. Fact is, 
Black makes it clear that many types of composition forms such as creams, ointments, 
gels, solutions or suspensions containing the compound are used, see col. 27, lines 8- 
15. A paste is a creamy composition. 

Applicant also argues that the primary references do not teach using fumed 
silica, a viscosity modifier, etc. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

It was clearly stated by the examiner in the previous office action that the primary 
references do not teach what applicant says they should. This is why the rejection was 
made under 35 USC 103 and not 35 USC 102. The primary references are not required 
to teach each and every limitation in the claims since this is a rejection under 35 USC 
103. The secondary references provide the other ingredients for the reasons of record. 
Applicant has argued that there is no motivation to combine these references with the 
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primary references but has provided no reason why. The examiner has made the 
motivation to combine the references clear on the record. 

The Belley references also provide the same teachings as Black. 

Without more, it is clear on the record that the references cited clearly teach the 
claimed invention. 

With regard to applicant's request for an interview applicant is directed to MPEP 

408. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 . 1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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09/504,741 _ 

Art Unit: 1651 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael V. Meller whose telephone number is 703-308- 
4230. The examiner can normally be reached on Monday thru Friday: 9:00am-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn can be reached on 703-308-4743. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
308-0294 for regular communications and 703-308-0294 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0196. 



MVM 

March 5. 2002 
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